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DETAILED ACTION 
Status of Application 

Claims 1-16 are pending and the elected claims 1-7 are presented for 
examination. Claims 8-16 are withdrawn as being non-elected claims from further 
consideration. 

Election Acknowledged 

Applicant's election with traverse of the invention group I of claims 1-7 is 
acknowledged. Applicant's traverse the restriction requirement on the grounds that the 
inventions of group I and II do not lack unity since the subject matter that the Office has 
identified as being shared between the respective Groups, is neither anticipated by nor 
obvious in view of the prior art. The applicant therefore submits the related inventions as 
examinable together. 

The examiner further clarifies that unity between Groups does not exist by 
evaluating what is encompassed by the scope of the common technical feature. The 
formula Cai 0 (PO4)6((OH)i. x A x )2 where A is a halogen and 0<x<1, is inclusive of the 
endpoints. This means that the compounds defined by the formulas Caio(P04)6(OH) 2 
and Caio(P04)6(A)2 are claimed within the scope of the common technical feature. The 
mentioned prior art reference (JP1 01 18167) teaches both of these compounds (pg 21 
Para [0030]) and that iron can be contained on this compound (pg 23 Para[0030]). 
Since the species is taught by the reference it anticipates the genus of the instant claim. 
The examiner cites the MPEP section 2131.02; "A generic claim cannot be allowed to 
an applicant if the prior art discloses a species falling within the claimed genus." The 
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species in that case will anticipate the genus. In re Slayter, 276 F.2d 408, 41 1, 
125 USPQ 345, 347 (CCPA 1960); In re Gosteli, 872 F.2d 1008, 10 USPQ2d 1614 
(Fed. Cir. 1989). 

Since the technical feature shared by the Groups is anticipated by the reference 
the common technical feature is not a special technical feature the unity is lacking. To 
ensure accurate examination with quality, examiner concluded that restriction 
requirement is proper for the aforementioned reasons. Thus, restriction requirement is 
maintained as indicated in the previous office and made FINAL. 

Claim Rejections - 35 USC § 102 
1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1-7 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Atsumi JP10118167. 

In regards to claiml and 2, Atsumi teaches (Pg 21 Para [0030]) the compounds 
Caio(P0 4 )6(OH) 2 and Cai 0 (PO 4 )6(X)2, where X is a halogen, which are species of the 
formula Caio(P04)6((OH)i. x A x ) 2 recited in instant claim 1 , wherein the x may be 0 and 1 . 
Atsumi also teaches trivalent iron from an iron nitrate source may be bonded to the 
phosphate group of the compounds discussed above (Pg 51 Para [0097]). 

In regards to claim 3, the reference gives examples of the amounts of Fe +3 that 
are on the apatite. The weight percents of the metals are disclosed (Pg 41 table A). For 
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instance, in example 1 , 1 wt% and in example 1 1 , 10 wt% of Fe was used per 135g of 
apatite (Pg 32 Para [0055]), which would fall within the range of 0.1 to 100 mg per gram 
of the apatite. 

In regards to claims 4 and 5, the reference does not expressly state all the 
properties and capabilities of the product. Nevertheless the limitations regarding the 
properties of the product of instant claim 1 , which is anticipated by the reference, would 
be inherent to the product mentioned in the reference. 

In regards to claim 6 and 7, the reference discloses species Cai 0 (PO 4 )6F 2 (Pg20 
Para [0027]) of the genus of instant claim 1 . This relates to the instant formula (from 
instant claim 1) when x is considered 1 and A is F. Since the specie is disclosed the 
genus is anticipated. 

Conclusion 

No claims allowed. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to SYED IQBAL whose telephone number is (571)270- 
5857. The examiner can normally be reached on Monday to Thursday 7:30am EST to 
6:00pm EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vickie Kim can be reached on 5712720579. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

IS. I./ 

Examiner, Art Unit 4181 
/Vickie Kim/ 

Supervisory Patent Examiner, Art Unit 4181 



